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Applicant^) 



Egendorf 



Examiner 



Daniel Fatten 




Art Unit 
3624 



- The MAILING DATE of this communication appezr* on the cover sheet with the correspondence address - 

3 MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF THIS COMMUNICATION. 

. Extend oft^^Y* *v**"» the previa of 37 CFR 1 .1 3B (a). In no event howevor. may a repfy bp t*nery filed after SIX (6) MONTHS from the 
Ilt^l^ ll^^^M^vn s ta« than thirty (30) days, a repfy within the statutory minima* of muty (30) dav* wffl bo corwidarnd timely. 

- Faiiurato rap* within tha sot or extended ponod for reply will, by atatute. causa the BpoGcet»n to become ABANDONED 136 UAC. 5 133). 

- Any ropfy received by tho Offica totar than three months after tho mailing dato of this communication, even rf timely feed, may raduce any 
oamed patent term adjustment. Soo 37 CFR 1 .704 9>). 

Status 



1 ) 53 Responsive to communication^) filed on Feb 7, 2003 : * 

2a) B This action is FUMAL. 2b) □ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) 53 Claim W 31-165 ***** P endin 9 in the aP^wtion. 

4e) Of the above, claimls) , */are withdrawn from consideration. 

5) D Claimis) _ ^is/are allowed, 

6) 53 Claim(s) 31*46 , Ware rejected. 

7) 53 Claim{s) 46*165 is/ere objected to. 

■ 8)D Claims 3re subject to restriction and/or election requirement. 

Application Papers 
9) □ The specification is objected to by the Examiner. 



1 0)D The drawing(s) fiied on 



is/are a) □ accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to the drewingls) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved disapproved by the Examiner 

If approved, corrected drawings arc required in reply to this Office action. 
1 2}Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13)D Acknowledgement is made of a claim for foreign priority under 35 U.S.C § 1 1 9laMd) or <f). 
a)H All b)D Some* c)D None of : 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
a)G The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 121. 

AttB chmentte) 

1) □ Notico of References Crtad (PT0-892J 

2) □ Notice of Draftaperaona Potent Drawing Review (PTO-948) 
! 3) □ Information Qiscfosure Statements (PT0.144aj Paper Nofcl. 



4J □ Interview Summery tPTO-413) Paper Note). 

5) [J Notice of Informal Patent Application (PT0152I 

6) n Other 



U. 5. P4Unt and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 14 
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Art Unit: 3624 



DETAILED ACTION 



z 1 . Receipt of the amendment filed February 7, 2003 adding claims 46-165 is 

j acknowledged. Claims 31-165 are pending in the application and are presented to be examined 

4 upon their merits. The Remarks regarding reconsideration of the application are also 

5 acknowledged. Examiner would like to thank applicant and applicant's representative for 

$ remarks made toward applicant's invention during the personal interview January 28, 2003. 



10 2. Applicant's arguments regarding claims 31-45, filed February 7, 2003 have been fully 

/i considered but they are not persuasive. It is respectfully submitted to the applicant that 

i2 references, in determining obviousness are not read in isolation but for what they fairly teach 

n in combination, or what the combined teachings when taken as a whole, would have suggested 

j4 to one of ordinary skill in the art (se e Tn re Keller . 642 F.2d 413, 208 USPQ 871 (CCPA 

is 1981); and fare McLaughlin . 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

i6 In response to applicant's argument that there is no suggestion to combine the 

i? references, the Examiner recognizes references cannot be arbitrarily combined and that there 

is must be some reason why one skilled in the art would be motivated to make the proposed 



7 



9 



9 



Response to Arguments 
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i combination of primary references and secondary references [see In re Nomija, 184 USPQ 607 

(CCPA 1975)]. However, the test for combining references is what the combination of 

$ disclosures taken as a whole would suggest to one of ordinary skill in the art (see toie 

4 ^Tjm P Min. 443 F.2d 1392, 170 USPQ 209 (CCPA 1971)). As addressed in the Office Action 

5 dated October 17, 2002 and identically addressed herein the substitution of the Internet Billing 

6 Server (BBS) for the Billing computer suggests a substitution of art recognized equivalents in 
? as much as both the IBS and the Billing computer provide a user/customer access to 

s information/services over a network and charging a user for services rendered by the system 

9 and billing for items/services made with a particular vendor. The examiner agrees that a there 

w may be differences in the security level of the Internet network and a Public Switched 

n Telephone Network, however, both networks as presented in the prior art are equivalent in as 

n much as they both allow a user to access and provide various information and/or services. It is 

i3 also respectfully submitted that since the Internet network can be used via telephone lines, an 

u artisan of ordinary skill in the art during the time of the invention would have recognized the 

is service code in the PSTN system as providing a greater level of security and would have 

is sought the latest technology to provide at least the same level of security within the Internet 

n network that would compare to the service code within the PSTN. Thus it would be obvious 

is for an artisan or ordinary skill in art to provide security within the Internet network for making 

i9 various financial transactions involving billing, procurement, etc. 
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2 Claim Rejections - 35 USC §103 

\ 3. The following is a quotation of 35 U.S.C 1 03(a) which forms the basis for all 

5 obviousness rejections set forth in this Office action: 

7 (a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 

8 in section 102 of this title, ifthe differences between the subject matter sought to be patented and the prior 

9 art are such that the subject matter as a whole would have been obvious at the time the invention was made 
w to a persou having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
; ; negatived by the manner in which the invention was made. 

12 



4. Claims 31-45 are rejected under 35 U.S-C 103(a) as being unpatentable over Silver et 
al (hereinafter "Silver", US 5,146,491) and Carnegie Mellon University Intbnnation 
Networking Institute, "Internet Billing Server Prototype Scope Document INI Technical 
i6 Report 1993-1 " (October 14, 1993) (hereinafter "IBS") in view of each other. 



As in claims 31, 32, 44, 45, Silver discloses an Internet billing method 

19 for a plurality of customers and plurality of vendors of products or services for transactions 

20 between a plurality of vendors of products or services for transactions between a purchasing 
v customer, of the plurality of customers and a selling vendor of the plurality of vendors (see 
zz Silver, col. 1, U. 60-66; col 2, 11. 14-26), 

& wherein, for each purchase transaction between the purchasing customer and the selling 

24 vendor, a first amount is charged to the purchasing customer and second amount is remitted to 

25 the selling vendor (see Silver col. 1, 11. 23-34), the method comprising the steps by a third 

26 party to the purchase transaction of: 
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, (a) establishing a billing agreement with the purchasing customer to permit the third 

i party to charge the purchasing customer and to remit a selling vendor for a purchase 

i transaction (see Silver, col. 1, 11. 23-28); 

4 (b) establishing a remitting agreement with the purchasing customer to permit the third 

j party to charge the purchasing customer and to remit to a selling vendor for a purchase 

6 transaction (see Silver, col. 1, 11. 23-28); 

7 (c ) receiving authorization from the purchasing customer to charge the first amount to 
s the purchasing customer without previously receiving a request from the selling vendor to 

9 charge the first amount to the purchasing customer (see Silver, col. 1, 11. 35-47); 

10 (d) charging the first amount to the purchasing customer in accordance with the billing 
u agreement (see Silver, col. 2, 11. 15-27); and 

12 (e ) remitting the second amount to the selling vendor in accordance with the remitting 

a agreement (see Silver, col. 2, 11. 15-27). 

u as in claim 33, the communications link comprises a communications link through 

is equipment of the third party (see Silver col. 1 , 11. 60-66) . 

is as in claims 34-36, wherein no credit card account number of the purchasing customer 

i? and no bank account number of the purchasing customer is transmitted by the third party to the 

is selling vendor prior to the step of remitting (see Silver, col. col. 3, 11. 16-31) 
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, as in claim 37, wherein the third party is a cable television company, a company 

2 offering financial services, and Internet access provider, or a telephone company (see Silver, 

3 Abstract). 

, as in claim 38, the step of obtaining approval for charging the first amount from a party 

5 other than the purchasing customer and selling vendor prior to the step of charging (see Silver, 

, col. 1,U. 22-27). 

7 as in claim 39, the party other than the purchasing customer and selling vendor is a 

s bank, a company offering financial services, a credit card company, an Internet access 

s provider, or the third party (see Silver, col. 1, 11. 23-34). 

m as in claim 40, the step of charging comprises sending a bill or charging an account 

u with a bank, a cable television company, an company offering financial services, a credit card 

12 company, an Internet access provider, a telephone company , or a third party (see Silver, col. 

ij 1, U. 35-41). 

« as in claim 41, the remitting comprises sending a check or crediting an account with a 

« bank, cable television company, a company offering financial services, a credit card company, 

m an Internet access provider, a telephone company, or a third party (see Silver, col. 2, 11. 14- 

i7 26). 

u as in claim 42, the second amount is less than the first amount (see Silver, col. 2, 11. 

n 14-27). 
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, as in claim 43 , the step of remitting is performed before the step of charging (see 

2 Silver, col. 4, U. 13+). 

3 IBS discloses an Internet billing Server that can provide billing and advertisement 

4 (directory) services over the Internet between customers and vendors (see whole article) . 

5 In view of the IBS's, teaching it would have been obvious for an artisan at the time the 

6 invention was made to substitute the Internet Billing Server ("IBS") for the notoriously old and 

7 well known Billing computer disclosed in Silver because an artisan of ordinary skill in the art 
« would have recognized mat such a modification would have constituted a substitution of art 

9 recognized equivalents in as much as both the IBS and the Billing computer provide a user 

10 access to information/services over a network and charging a user for services rendered by the 
a system and billing for items/services made with a particular vendor. Therefore such a 

n modification would have constituted an obvious expedient well within the ordinary skill in the 

13 art. 

14 On the other hand, it would have been obvious for an artisan at the time of the 

is invention of IBS to mte^rate/impleroent the telephone billing method of Silver because an 

u artisan at the time of the invention would recognize the simplicity and convenience of utilizing 

n the Silver method of receiving goods and services over a network, whereby the address and 

it billing information is automatically received by the system so that the user need not to enter 

i9 such information when using the system, and that charges due to system usage are considered 
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/ separate from customer purchases made from a vendor through the system. Thus such methods 

2 would have been an obvious expedient to one of ordinary skill in the art. 

4 

5 Allowable Subject Matter 

6 5, Claims 46-165 are objected to as being dependent upon a rejected base claim, but 

7 would be allowable if rewritten in independent form including all of the limitations of the base 
* claim and any intervening claims. 

9 6. The following is a statement of reasons for the indication of allowable subject matter: 

10 The prior art of record does not disclose in combination with the other limitations the 
// following dependency claimed limitations: 

n Claims 46-53, recite wherein the step of receiving is performed after purchasing 

u customer and selling vendor have agreed to enter a purchase transaction. 
i4 Claims 54-69, recite the step of establishing a remitting agreement does not require the 

J5 3rd party to charge the purchasing customer. 

n Claims 70-101 , recite the step of establishing a billing agreement the 3rd party does 

;7 not approve an agreement between the purchasing customer and the selling vendor to enter into 

ih the purchase transaction. 
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; Claim 102-165, recite step of establishing a billing agreement the third party does not 

2 transfer ownership of the product or service from the selling vendor to the purchasing 

3 customer. 

4 

5 Conclusion 

6 

7 7 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 

b time policy as set forth in 37 CFR 1. 136(a). 

9 A shortened statutory period for reply to this final action is set to expire THREE 

10 MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 

i) MONTHS of the mailing date of this final action and the advisory action is not mailed until after 

i2 the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 

is will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 

i4 1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 

n will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 

/d final action. 

ib 8. Any inquiry concerning this communication or earlier communications from the examiner 

19 should be directed to Daniel S. Fetten whose telephone number is (703) 305-0724. The 

20 examiner can normally be reached between the hours of 7:00AM to 5:30PM Monday-Thursday. 

21 Any inquiry of a general nature relating to the status of this application or its proceedings should 

22 be directed to the Customer Service Office (703) 306-563 1 , or the examiner's supervisor 

23 Vincent Millin whose telephone number is (703) 308-1065. 
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Response to this action should be mailed to: 



Commissioner of Patents and Trademarks 



4 



Washington, D.C 20231 



0 for formal communications intended for entry, or (703) 305-0040, for informal or draft 

7 communications, please laberVroposed" or "Draft". 

8 Communications via Internet e-mail regarding this application, other than those under 35 

9 U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
to addressed to [danielfelten@uspto.gov] . 

u 

n All Internet e-mail communications will be made of record in the application file. PTO 

n employees do not engage in Internet communications where there exists a possibility that 

u sensitive information could be identified or exchanged unless the record includes a properly 

j5 signed express waiver of the confidentiality requirements of 35 U.S.C. 122. This is more clearly 

i6 set forth in the Interim Internet Usage Policy published in the Official Gazette of the Patent and 

i? Trademark on February 25, 1997 at 1 195 OG 89. 
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23 April 21, 2003 



VINCENT MilLIN 
SUPERVISORY PATTr*7 EXAMINER 
TECHNOLOGY CEWTEFUi^ 




